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DETAILED ACTION 
Specification 

1 . The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1, 2, 7-12, 14, 1 5 are rejected under 35 U.S.C. 102(b) as being 
anticipated by DeHority (US 5,129,639). 

Regarding claim 1 : DeHority teaches a printing system (fig. 1 ) including a printer 
(16, fig. 1) that operates in either a first operating environment (e.g., substitute, column 
3, lines 40-45) and a second operating environment (e.g., strict requirement/notify me, 
column 3, lines 40-45) that is different from the first operating environment, the printing 
system comprising: a print parameter prohibiting means (the information in the control 
program, column 2, lines 65-68, that determines a mismatch, column 4, lines 20-25) that 
prohibits use of a printing parameter (e.g., a duplex requirement, column 4, lines 5-6) 
associated with a print job (column 3, line 23); an operating environment detector (the 
software that determines strict or best, 72, fig. 2B) that determines whether the printer 
operating environment is the first operating environment or the second operating 
environment; a parameter determiner (the software that determines print job 
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requirement that is mismatched, column 3,lines 29-40, fig. 2A, fig. 2B) that receives a 
print job and determines whether a printing parameter to be used in the print job is 
prohibited by the print parameter prohibiting means; and a controller (20, fig. 1) that, 
when the parameter determiner determines that a printing parameter is prohibited 
(mismatch at 62, fig. 2B) and the operating environment determining means detects that 
the environment is the first operating environment, (best at 72, fig. 2B) prohibits 
processing of the print job (the print job is processed with a substitute parameter, not 
the prohibited print parameter, column 4, lines 30-40) using the print parameter 
prohibited. 

Regarding claim 2: DeHority teaches the controller forcibly cancels the printing 
parameter that is prohibited and changes the parameter to another available printing 
parameter to perform the print job (column 4, line 31). 

Regarding claim 7: DeHority teaches a designator (the program that set the 
printer in different mode) that designates the first operating environment (e.g., the 
printer is at substitute mode, column 3, line 44) and the second operating environment 
(e.g., the printer is at strict requirement mode, column 3, lines 44-45). 

Regarding claim 8: DeHority teaches wherein the designator designates a time 
period (column 4, line 26). 

Regarding claim 9: DeHority teaches wherein the operating environment 
detector determines environment (e.g., substitute, column 3, lines 40-45 or strict 
requirement/notify me, column 3, lines 40-45) based on environment (how the printer is 
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set up/programmed to the serve the network, column 3, lines 40-50) of network to which 
the printer is connected. 

Regarding claim 10: DeHority teaches wherein the print parameter prohibiting 
means operates according to a detection detected by a sensor (the device in the 
processor that sense the right signal is called for, column 8, lines 13-15) located in the 
printer (16, fig. 1). 

Regarding claim 1 1 : DeHority teaches wherein the print parameter prohibiting 
means operates by a manual operation (a user/operator sets the printer configuration, 
column 4, lines 20-25; i.e., a user determines what is available in the printer) by a user. 

Regarding claim 12: DeHority teaches wherein the print parameter prohibiting 
means is located in the printer (column 2, lines 50-69). 

Regarding claim 14: DeHority teaches A print job management method of a 
printing system including a printer (16, fig. 1) that operates in either a first operating 
environment (e.g., substitute, column 3, lines 40-45) and a second operating 
environment (e.g., strict requirement/notify me, column 3, lines 40-45) that is different 
from the first operating environment, comprising steps of: setting a prohibit printing 
parameter (e.g., a duplex requirement, column 4, lines 5-6, associated with a print job 
cannot be performed by the printer, 46, fig. 2A) associated with a print job; detecting 
whether printer operating environment (detecting strict or best, 72, fig. 2B) is the first 
operating environment or the second operating environment; determining (determining 
mismatch, fig. 2A, fig. 2B) whether a printing parameter to be used in the print job is 
prohibited; and prohibiting processing of the print job (the print job is processed with a 
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substitute parameter, not the prohibited print parameter, column 4, lines 30-40) using 
the print parameter prohibited, when the determining step determines that a printing 
parameter is prohibited (mismatch 62, fig. 2B) and the detecting step detects that the 
environment is the first operating environment (best at 72, fig. 2B). 

Regarding claim 15: DeHority teaches a printing system (fig. 1) including a 
printer, (16, fig. 1 ) comprising: an operating environment setting means (user's 
computer, column 3, lines 40-50, 10, fig. 1) that sets a first operating environment (e.g., 
substitute, column 3, lines 40-45) as the operating environment for the printer, as well 
as a second operating environment (e.g., strict requirement/notify me, column 3, lines 
40-45) that is different from the first operating environment; a print parameter prohibiting 
means (the information in the control program, column 2, lines 65-68, that determines a 
mismatch, column 4, lines 20-25) that prohibits use of a printing parameter (e.g., a 
duplex requirement, column 4, lines 5-6) associated with a print job (column 3, line 23); 
an operating environment detector (the software that determines strict or best, 72, fig. 
2B) that determines whether the printer operating environment is the first operating 
environment or the second operating environment; a parameter determiner (the 
software that determines print job requirement that is mismatched, column 3, lines 29- 
40, fig. 2A, fig. 2B) that determines whether or not a printing parameter of a print job is 
prohibited by the print parameter prohibiting means; and a controller (20, fig. 1) that, 
when the parameter determiner determines that a printing parameter is prohibited 
(mismatch at 62, fig. 2B), executes a different print mode (the print job is processed with 
a substitute parameter, not the prohibited print parameter, column 4, lines 30-40) based 
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on the determination by the operating environment detector (determines that best is to 
be used, 72, fig. 2B). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 3, 4, 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
DeHority as applied to claim 1 above, and further in view of Tang et al (US 6,160,629). 

Regarding claim 3: DeHority does not teach the controller forcibly deletes the 
print job including the printing parameter prohibited. 

Tang, in the same area of printing, teaches deleting print job (note; a print job 
includes printing parameter) (column 4, lines 50-55). 

Therefore, it would have been obvious to a person with ordinary skill in the art at 
the time the invention was made to have modified DeHority's printing system to include: 
the controller forcibly deletes the print job including the printing parameter prohibited. 

It would have been obvious to a person with ordinary skill in the art at the time 
the invention was made to have modified DeHority's printing system by the teaching of 
Tang because of the following reasons: (a) it would have prevented the printer from 
running out of memory; and (b) it would have allowed the printer to function properly by 
having enough memories to store other useful print jobs. 
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Regarding claim 4: DeHority does not teach the controller goes on keeping the 
print job including the printing parameter prohibited. 

Tang, in the same area of printing, teaches keeping a print job (note; a print job 
includes printing parameter) (column 4, lines 37-40). 

Therefore, it would have been obvious to a person with ordinary skill in the art at 
the time the invention was made to have modified DeHority's printing system to include: 
the controller goes on keeping the print job including the printing parameter prohibited. 

It would have been obvious to a person with ordinary skill in the art at the time 
the invention was made to have modified DeHority's printing system by the teaching of 
Tang because of the following reasons: (a) it would have allowed the print job to be 
printed in the future, as taught by Tang at column 4, lines 37-40; and (b) it would have 
allowed the print job to be printed when the printer is configured to print the prohibited 
parameters in the future (column 4, lines 20-25, DeHority). 

Regarding claim 5: DeHority teaches where a printing parameter is determined 
by the parameter determiner (the software that determines print job requirement that is 
mismatched, column 3,lines 29-40, fig. 2A, fig. 2B) to be prohibited and the operating 
environment is determined by the operating environment determining means to be the 
second operating environment (e.g., strict requirement/notify me, column 3, lines 40- 
45), the controller notifies a warning message (column 4, lines 25-27). 

DeHority does not teach to display the warning message. 

Tang, in the same area of printing, teaches it is well known to convey a message 
to a person is by displaying (column 5, lines 25-30). 
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Therefore, it would have been obvious to a person with ordinary skill in the art at 
the time the invention was made to have modified DeHority's printing system to include: 
display the warning message. 

It would have been obvious to a person with ordinary skill in the art at the time 
the invention was made to have modified DeHority's printing system by the teaching of 
Tang because of the following reasons: (a) it would have provided a fast and reliable 
way of sending the warning message to the operator. 

6. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over DeHority 
as applied to claim 1 above, and further in view of Hower, Jr. et al. (US 5,467,434). 

Regarding claim 13: DeHority does not teach wherein the print parameter 
prohibiting means is a program installed in a computer that transfer the print job to the 
printer. 

Hower, in the same area of print parameter prohibiting, teaches a print parameter 
prohibiting program (37, fig. 2, column 7, lines 25-55) that is installed in a computer (15- 
1 , fig. 2) that transfer the print job to a printer (column 3, lines 35-50). 

Therefore, it would have been obvious to a person with ordinary skill in the art at 
the time the invention was made to have modified DeHority's printing system to include: 
wherein the print parameter prohibiting means is a program installed in a computer that 
transfer the print job to the printer. 

It would have been obvious to a person with ordinary skill in the art at the time 
the invention was made to have modified DeHority's printing system by the teaching of 
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Hower, Jr. et al. because of the following reasons: (a) it would have reduced the work 
load of the printer processor such that the printer processor would allocate more time to 
process the print job to speed up the printing process; and (b) it would have increase 
the usable life of the printer/processor by reducing the work load of the printer. 



Allowable Subject Matter 

7. Claims 6 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

Response to Arguments 

8. Applicant's arguments filed 1 1/1/2004 have been fully considered but they are 
not persuasive. 

With respect to applicant's argument that mode of operation is not operating 
environment because "the mode of operation" is not operating conditions that surrounds 
the printer, has been considered. 

In reply: Surround according to American Heritage Dictionary, has the meaning 
of enclose or confine on ALL SIDES so as to bar escape or outside communication. 
Since the mode of operation of the printer is controlled a program programmed by a 
human, the operation of the printer is confine by the program such that the printer's 
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operation cannot escape the program. In short, the mode of operation confines all sides 
of the printer's operation. 

Furthermore, page 13, lines 24-26, specification teaches "setting/programming a 
time frame" for the printer is setting the "operating environment" for the printer. Since 
the operating environment is programmed into the printing system, the operating 
environment is internal of the printing system after the operating environment is being 
set/programmed using a touch panel of the printing system. 

9. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 



Conclusion 
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1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to King Y. Poon whose telephone number is (703) 305- 
0892. 

3/11/05 k^f^i^ 

KINGY.POOW 
PRIMARY EXAMINER 



